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LINDA M. GAUDETTE, Administrative Patent Judges. 

GAUDETTE, Administrative Patent Judge. 



DECISION ON APPEAL 

This is an appeal from the Examiner's final rejection of claims 1-9, 
12-15, and 18, the only claims remaining in the application. 35 U.S.C. § 
134. We have jurisdiction under 35 U.S.C. § 6(b). 

We AFFIRM. 
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STATEMENT OF THE CASE 

Appellants' invention relates to a process for forming a catalyst and, 
more specifically, to reacting an alkylchloride compound with a magnesium- 
titanium-alkoxide adduct to precipitate a magnesium chloride catalyst 
support. (Spec. 1.) 

Claim 1 is illustrative of the invention and is reproduced below: 

1 . A process for forming a catalyst for the polymerization of 
olefins, comprising: 

(a) combining a chlorinating agent with a magnesium alkoxide 
compound to form a magnesium-titanium-alkoxide adduct; 

(b) combining the magnesium-titanium-alkoxide adduct with an 
alkylchloride compound and/or benzoyl chloride to form a magnesium 
chloride support; and 

(c) combining the magnesium chloride support with a titanium 
chloride to form the catalyst. 

The Examiner relies upon the following references in rejecting the 
appealed claims: 

Chen 6, 1 74,97 1 B 1 Jan. 1 6, 200 1 

Kilty 6,825,146 B2 Nov. 30, 2004 

The Examiner made the following rejection: 
Claims 1-9, 12-15, and 18 are rejected under 35 U.S.C. § 103(a) as 
being unpatentable over Kilty in view of Chen. 
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Appellants, in their Appeal Brief, argue all claims as a group. 1 We 
select representative claim 1 to decide the appeal as to all pending claims. 
37 C.F.R. § 41.37(c)(l)(vii). Accordingly, claims 2-9, 12-15, and 18 stand 
or fall with claim 1 . 

Appellants contend that Kilty and Chen, either alone or in 
combination, do not teach, show, or suggest all limitations of the claims. 
(App. Br. 3.) Appellants point out that the pending claims recite "contacting 
a magnesium alkoxide compound with chlorinating agent to form a 
magnesium-titanium-alkoxide adduct" and that "[t]he adduct is then 
contacted with an alkylchloride compound and/or benzoyl chloride to form a 
magnesium chloride support." 2 (App. Br. 3.) Appellants contend that "[i]n 
particular, Kilty does not teach forming a magnesium-titanium-alkoxide 
adduct and contacting that adduct with an alkylchloride." (App. Br. 3 
(second emphasis added).) 

As such, the issue before us is: Do the combined teachings of Kilty 
and Chen disclose or suggest forming a magnesium-titanium-alkoxide 
adduct, and then contacting the adduct with an alkyl chloride compound 



1 Our decision will make reference to Appellant's Appeal Brief ("App. 
Br.", filed June 20, 2006), the Examiner's Answer ("Ans.", mailed April 24. 
2007), and to the Reply Brief ("Reply Br.", filed June 19, 2007). 

2 A statement which merely points out what a claim recites will not be 
considered an argument for separate patentability of the claim. 37 C.F.R. 
§41.37(c)(l)(vii)(2006). 
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and/or benzoyl chloride 3 to form a magnesium chloride support as recited in 
claim 1? We answer this question in the affirmative. 

The record supports the following findings of fact (FF) by a 
preponderance of the evidence: 

1 . Kilty generally teaches the preparation of a Ziegler catalyst by 
preparing a preferred procatalyst precursor, Mg d Ti(OR e ) e X f , by mixing 
magnesium dialkoxide, titanium alkoxide and titanium halide. (Kilty, col. 3, 
11. 3-5, 20-45.) 

2. Kilty also teaches halogenating the procatalyst precursor (of FF 
1) with tetravalent titanium halide to convert residual alkoxide in the 
procatalyst precursor to chloride to provide a procatalyst, Mg d 'Ti(OR e ) e Xf , 
where e' < e. (Kilty, col. 3, 11. 55-60; col. 5, 11. 1-12.) 

3 . Kilty further teaches treating the procatalyst (of FF 2) with 
benzoyl chloride to further convert residual alkoxide in the procatalyst 
precursor to halide to provide an exchanged procatalyst. (Kilty, col. 5, 11. 
13-17; col. 6, 11. 1-13.) 

4. Example 1 of Kilty reacts magnesium diethoxide, titanium 
tetraethoxide, and titanium tetrachloride to make a procatalyst precursor. 
(Kilty, col. 11, 1. 64 through col. 12, 1. 8.) 

5. Example 1 of Kilty reacts the procatalyst precursor (of FF 4) 
with titanium tetrachloride. (Kilty, col. 4, 11. 9-11.) 



3 Paragraph [0023] of the Specification indicates "alkylchloride 
compounds include benzoyl chloride." 
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6. The procatalyst precursor (of FF 5) formed in Example 1 of 
Kilty is "subjected to exchange and further halogenation by contacting with 
a mixture of TiCl 4 , chlorobenzene and benzoylchloride." (Kilty, col. 12, 11. 
19-23.) 

A claimed invention is unpatentable if the differences between it and 
the prior art "are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill 
in the art." 35 U.S.C. § 103. During examination, the examiner bears the 
initial burden of establishing a prima facie case of obviousness. In re 
Oetiker, 977 F.2d 1443, 1445 (Fed. Cir. 1992). The prima facie case is a 
procedural tool, and requires that the examiner initially produce evidence 
sufficient to support a ruling of obviousness; thereafter the burden shifts to 
the applicant to come forward with evidence or argument in rebuttal. In re 
Piasecki, 745 F.2d 1468, 1475 (Fed. Cir. 1984). 

Appellants argue that the references of record fail to establish a prima 

facie case of unpatentability, ostensibly, because they fail to teach, show or 

suggest all of the limitations of independent claim 1. (See App. Br. 3-4 ("a 

prima facie case of obviousness has not been demonstrated for the 

independent claim").) In the Appeal Brief, Appellants argue: 

Kilty teaches contacting a solid precursor composition 
comprising magnesium, titanium and alkoxide (i.e., a 
magnesium-titanium-alkoxide adduct) with a titanium halide to 
prepare a solid procatalyst composition. The solid procatalyst 
composition is then contacted with a benzoyl chloride 
halogenating agent. See, at least abstract. 
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In contrast, the pending claims recite (and the 
specification clearly teaches) contacting a magnesium alkoxide 
compound with chlorinating agent to form a magnesium- 
titanium-alkoxide adduct. The adduct is then contacted with an 
alkylchoride compound and/or benzoyl chloride to form a 
magnesium chloride support. 

For illustration purposes only, Applicants have included 
a flowchart of embodiments of each process in Appendix B. As 
illustrated, Kilty does [sic] teach, show or suggest the process 
recited in the pending claims. In particular. Kilty does not teach 
forming a magnesium-titanium-alkoxide adduct and contacting 
that adduct with an alkylchloride. 

(App. Br. 3-4 (emphasis added).) 

In response, the Examiner disagrees with the underlined statement 

above, indicating: 

. . . Kilty expressly teaches the procatalyst solid is a mixed 
magnesium/titanium compound of formula Mg d <Ti(OR e ) e 'X f 
(col. 5, line 1-12), wherein the OR e is equivalent to Appellants' 
"Alk", i.e., Mg d 'Ti(OR e )e'X f is equivalent to Appellants' Ti-Mg- 
Alk, the magnesium-titanium-alkoxide adduct. The residual 
alkoxide moieties, (OR e ) e - is then converted to chloride by 
metathesis reaction of benzoyl chloride with the procatalyst 
solid (col. 5, lines 13-16). 

(Ans. 5.) The Examiner also refers to Kilty Example 1 (Ans. 5-6), relevant 

aspects of which are expanded in FF 4-6, supra. 

In the Reply Brief, Appellants provide (untimely) arguments 

comparing the chlorinating agents used by Kilty and the instant application. 

These arguments lack persuasive merit because they are directed to features 

which are not found in independent claim 1. 4 {See Reply Br. 2.) 



Appellants argue: 
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More significantly, Appellants' Reply Brief does not include 
arguments which refute the Examiner's finding that Kilty expressly teaches 
forming a procatalyst solid equivalent to the claimed magnesium-titanium- 
alkoxide adduct. Appellants also do not dispute that Kilty's procatalyst solid 
is then treated by benzoyl chloride. In our view, these findings support the 
Examiner's determination (for the reasons set forth in the Answer 5 ) that 
Kilty discloses forming a magnesium-titanium-alkoxide adduct, and then 



The chlorinating agent, as taught by the claims (dependent 
claims 5 and 7-8) and specification (and identified by the 
Examiner) is a blend, rather than a plurality of agents as taught 
by Kilty. There is no teaching or suggestion in Kilty that 
forming a blend from the titanium alkoxide and the titanium 
halide via the process taught in Kilty would result in the 
chlorinating agents recited in the present application, and in 
particular the agents recited in claims 5 and 7-8. Further, it is 
known to one skilled in the art that a blend/mixture of TiCl 4 and 
Ti(OR)4 in the presence of ethanol {see, column 3, lines 31-40) 
as taught by Kilty would result in Ti(OR)4 and not TiCl n (OR)4- n , 
as recited in pending claim 5. The Examiner has provided no 
evidence or teaching to the contrary (i.e., there is no teaching or 
suggestion that utilizing a magnesium dialkoxide, titanium 
alkoxide and titanium halide and halogenating the precursor 
with tetravalent titanium halide in a single step would be 
equivalent to combining a chlorinating agent with a magnesium 
alkoxide compound to form a magnesium-titanium-alkoxide 
adduct, as recited in the pending claims). 

5 In particular, the Examiner has pointed to generic {see FF 1-3) and specific 
{see FF 4-6) disclosures of the limitations in dispute. 
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contacting the adduct with an alkyl chloride compound and/or benzoyl 
chloride to form a magnesium chloride support as recited in claim l. 6 (See 
Ans. 5.) Appellants have provided no evidence or persuasive argument 
which rebuts this prima facie showing. 7 

Accordingly, we conclude that a preponderance of the evidence 
weighs in favor of the Examiner's determination that claims 1-9, 12-15, and 
1 8 are obvious over Kilty in view of Chen. 

ORDER 

The decision of the Examiner rejecting claims 1-9, 12-15, and 18 
under 35 U.S.C. § 103(a) as unpatentable over Kilty in view of Chen is 
affirmed. 

No time period for taking any subsequent action in connection with 
this appeal may be extended under 37 C.F.R. § 1.136(a)(l)(iv). 



6 Appellants only specifically contend that "Kilty does not teach 
forming a magnesium-titanium-alkoxide adduct and contacting that adduct 
with an alkylchloride." As to any other elements of representative claim 1, 
Appellants provide no argument to dispute that the Examiner has correctly 
shown where all these claimed elements appear in the prior art. Thus, we 
deem those arguments waived. See 37 C.F.R. § 41.37(c)(l)(vii). 

7 Kilty teaches each and every element of the claimed invention of 
claim 1 . As such, it is our view that Chen is merely cumulative to the 
teachings of Kilty. Therefore, Chen is not necessary for a proper rejection 
under 35 U.S.C. § 103 of representative claim 1, as Kilty discloses all that is 
claimed. See In re Bush, 296 F.2d 491, 496 (CCPA 1961); see also In re 
Boyer, 363 F.2d 445, 458 n.2 (CCPA 1966) (noting that the Board may rely 
on less that all of the references applied by the Examiner in an obviousness 
rationale without designating it as a new ground of rejection). 
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AFFIRMED 



tf/ls 
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